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4a) Of the above claim(s) 17 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 9. 11-14. 22. 24. 26 is/are rejected. 
?)□ Claim(s) is/are objected to. 
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DETAILED ACTION 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, 11-14, 22. 24, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fabian (5,057,095) in view of VonHoene et al.(5,338,373). 

Claims 12-14, 22, and 26 - Fabian teaches a system for detecting surgical 
implements using a magnetomechanical marker having a resonant frequency. The 
range of operation of the system is set forth below about 1 gigahertz. The operation 
range includes three types of resonance, magnetomechanical, electromechanical and 
electromagnetic. The specific range of operation of the magnetomechanical resonance 
is not set forth. However a variety of specific material is set forth for the marker 
including Fe4oNi38Mo4Bi8, column 4 lines 50-59. Further, column 5 lines 3-6 indicate the 
resonant frequency may be preselected. The only guidance set forth regarding the 
resonant frequency selected is that it is one used by a conventional system, column 8 
lines 9 and 10, as pointed out by the applicant. The applicant argues that a 
conventional system uses a resonant frequency much lower than the claimed range of 
70-300 kHz typically 58 kHz. If Fabian only teaches such a marker, having a resonant 
frequency of about 58 kHz, the marker would be about 3.8 cm in length. Element -34- 
is a magnetorestrictlve amorphous alloy, element -36- is a bias means, and a housing 



Application/Control Number: 10/723,566 Page 3 

Art Unit: 3735 

Is provided by elements -38- and -31-. The examiner is taking the detecting antenna to 
be proximate the operating room. Using an interirogating field is set forth in column 3 
line 7. A step of detecting is set forth in column 3 lines 14-21 . Indication means are set 
forth in claim 2 and are inherently activated. Element -15- is an interrogator, element 
-28- is a detection means, and indicating means are set forth in claim 2. 

Fabian does not teach a specific range of frequency or a plurality of elongated 
magnetorestrictive strips disposed in a cavity in non-parallel orientation. 

VonHoene et al. teaches the use of different length markers and the concept of 
modifying the markers to expand the number of different markers available to allow 
identification of marked items by the marker applied to them. The known relationship 
between the length of the marker and resonant frequency is set forth. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
select the length of any known marker out of the finite number of known markers set 
forth in VanHoene and thereby changing the resonant frequency proportionally as is 
taught by VonHoene et al. (a resonant frequency of . 120.21 kHz is set forth in table 1 for 
a marker having a length of 1.80 cm). A shorter marker has a higher resonant 
frequency while a longer marker has a lower resonant frequency. Table 1 sets forth 
markers and resonant frequencies for markers having a length of 1 .8 cm to 6.4 cm. 
Further, claim 13 calls for markers having a length from about 2 cm and about 5.0 cm. 
Therefore, it is the examiner's position that markers having a length of 1.8 cm (120.21 
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kHz) to 6.4 cm (33.28 kHz) were known in the art prior to the filing of the current 
application. 

It would have been obvious to one of ordinary skill in the medical art at the time 
the invention was made to make the marker of Fabian having a plurality of different 
lengths including one having a frequency of 120.21 kHz and 1 .8 cm in length for the 
magnetorestrictive element. Such a frequency is within the range set forth by Fabian 
and known in the marker art. Providing markers of different lengths allows different 
articles to be identified by the tag which is applied to the article as set forth by 
VonHoene. 

The combination of Fabian and VonHoene teach a device as claimed by the 
applicant having the claimed frequency range but includes only a single strip of 
magnorestrictive metal. 

Irizarry et al teaches a magnetomechanical marker teaching two non-parallel 
strips to increase the detection rate of the marker, paragraph [0034]. It would have 
been obvious to one of ordinary skill in the medical arts at the time the invention was 
made to include the concept of non-parallel strips as taught by Irizarry et al with the 
marker taught by the combination of Fabian, VonHoene et al and Herzer to provide the 
benefit of increasing the detection rate of the marker, as taught in paragraph [0034] of 
Irizarry et al. 
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The combination of Fabian, VonHoene and Irizarry teaches a device as claimed 
including the frequency range and a pair of nonparallel magnetorestrictive strips. 
Irizarry teaches that each of the strips are housed in separate housing while Fabian 
teaches only a single housing. The applicant argues that in such a combination the 
magnetorestrictive elements would be in separate housing and not in a single cavity. 

It is old and well known in the marker arts to provide a plurality of 
magnetorestrictive strips in a cavity in a single housing, such structure is set forth in 
Herzer (6,359,563), Tanji et al (6,407,676) and Anderson. Ill et al (4,510,490). Herzer 
uses multiple strips to reduce the width of the marker. Tanji uses multiple strips to 
reduce the width of each frame, column 6 lines 52-64, and Anderson et al uses different 
length strips to provide signal identity. It would have been obvious to one of ordinary 
skill in the marker arts at the time the invention was made to place the strips of the 
combination of Fabian, VonHoene, and Irizarry in a single cavity in a single housing for 
gaining one or all of the advantages set forth by Herzer , Tanji et al and Anderson, III et 
al. 

Claim 1 1 - Irizarry et al and Herzer teach strips of the same length. 
Claim 22 - a surgical instrument and tag are set forth in Figures 6a and 6b of 
Fabian. 

Claim 24 - Tanji et al teaches strips on both sides of the bias means. 
Claim 26 - "ring down" and dipole field is set forth In column 4 lines 33 and 34 of 
Fabian. 
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Response to Arguments 

Applicant's arguments with respect to the 102(b) rejection over Fabian 
have been considered but are moot in view of the new ground(s) of rejection. 

The applicant argues that the present inventive marker has a significantly 
reduced size. The examiner has not found any size limitations in the recited claims. 

Regarding the combination of Fabian and VonHoene the applicant argues that 
VonHoene fails to disclose multiple, non-parallel resonant strips, the Examiner agrees. 
However, the examiner has only used the teachings in VonHoene to teach markers 
having a resonant frequency between 120.21 kHz and 33.28 kHz. 

The applicant argues that VonHoene teaches resonant strips having resonant 
frequencies set forth in table I but not a marker including such a strip and further argues 
that only a marker having an actual length 3.81 cm and a resonant frequency of 56.68 
kHz is set forth. To provide an increased universe of markers VonHoene modifies to 
marker to set an "effective" length and a discernable set of markers with different 
"effective" lengths. 

In response it is the examiner's position that the teachings of VonHoene et al is 
not limited to the examples ll-VI using markers having 3.81 cm actual length includes 
the entire disclosure set forth. Table 1 sets forth a marker having a length of 1 .8 cm 
and a resonant frequency of 120.21 kHz. Further the description of the table includes 
the known relationship of frequency and length for resonant markers. It is known that 
as the length of the marker is shortened the resonant frequency increases for markers 
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of the same material. The Examiner would like to point out claim 13 which claims a 
marker having a length from about 2.0 cm to about 5.0 cm. Therefore it is the 
Examiner's position that Table I sets forth length of markers not just strips as argued by 
the applicant. 

The Applicant further argues that VonHoene teaches only changing the effective 
length of the marker. It is the examiner's position that VonHoene teaches modifying the 
effective length of markers having an actual length of 1 .8 cm to 6.4cm to provide an 
increased universe of markers. Modifying the effective length of markers having an 
actual length of 3.81 cm would increase the number of available markers but only by a 
small number. Modifying effective lengths of markers having different actual lengths 
would greatly increase the number of available markers. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel G. Gilbert whose telephone number is 571-272- 
4725. The examiner can normally be reached on Monday-Friday 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor II can be reached on 571-272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-tpOO. . ,/ 

Samuel G. Gilbert 
Primary Examiner 
Art Unit 3735 



